. AD 120 {Rev. 3/4M4)

) Mail Stop 8 ] REPORT ON THE
TO" yirector of the U.S. Patent and Trademark Office | |  FILING OR DETERMINATION OF AN
P.0. Box 1450 | ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.8.C. § 1116 you are herchy advised that a court action has been
filed in the U.S. District Court Eastern District of New York on the following O patents or X Trademarks:

DOCKLEY NO. DATE FILED 1.8, DISTRICT COURT
0BcvISA8(LLW) 8/29/08 Eastern District of New York
PLAINTIFF DEFENDANT

Roval Academy of Danc
v y of Dance Steven Atwater, ef al

PATENT OR DATE OF PATENT I
TRADEMARE NO. OR TRADEMARK BOLDER OF PATENT OR TRADEMARK

1 dal,f4a See Attached Complaint

2

3

4

5

In the above—entitled case, the following patent(s) trademark(s) have been incleded:
DATE INCLUDED [NCLUDED BY
[0 Amendment ] Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT . o AL T g
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1

2

[

3

4

5

In the above—entitled case, the folowing decision has been rendered or pudgement issued:

DECISION/AUDGEMENT

CLERK DATE
Robert C. Heingmann 9/2/2008

Copy 1—VApen initiation of action, mail this copy to Direcfor C&pyﬁS—Upnn rermination of action, mail this copy to Director
opy 2—Upon filing document adding patent(s}, mail thj copy to Direcior  Copy 4—Case file copy
i)

i
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1. {8) PLAINTIFFS
Royal Academy Of Dance

DEFENDANTS

Steven Atwater, George Eleazer, I,
Roval Academy of Dance. Inc

n
{b) County of Residence of First Listed Plainily _Bakersfiald County of Residence of First Listed Defend, Suffolic County
(EXCEPT I U8, PLAINTIFF CASES) (N LS. PLAINTIFF CASES DNLY)
WOTE: TN LAND CONDEMNATION CASES, USE THE LOCATKIN OF THE
. LAND INVOLYED.
(e} Anorney’s |Firm Name. Address, sad Tekphone Numbes) Altomeys (1 Known}
Arent Fox LLP, 1675 Broadway, New York, NY 10018 UNKNOWN
Telephone: 212.4684.3900 .
t1. BASIS OF JURISDICTION  (Place an "X in One Bax Only) Ifl. CITIZENSHIP OF PRINCIPAL CreBox for Plaidiff
[{For Diversity Caces Ouly) i fendant)
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ARBITRATION CERTIFICATION

1, Janing Gargiulo . counsel for _Plaintiff Royal Academy of Dance  do hereby

certify pursuant 1o the Local Arbitration Rule 83.10 that to 1he best of my knowledge and belief the damages
recoverable in the above captioned civil astion exceed the sum of $150,000 exclusive of interest and costs.
Y Relief other than monetary damages is seugh .

DISCLOSURE STATEMENT - FEDERAL RULES CIVIL PROCEDURE 7.1

Identify any parent corporation and any publicly held carporation that ewns 10% or more or its stocks:

Pleage refer tu NY-E Division of Busi R 1

1.} I3 the civil action being filed in the Fastern District of Nelw York remaved from a New York State court located

in Nassau or Suffolk County: No |
2.} If you answered “ne™ above:

a.) Did the events or omissions giving rise to the claim of
or Suffolk County? Yes

claims, or a substantial part thereof, accur in Nassau

b.) Did the events or amissions giving rise to the claim or claims, or a substantial part thereof, occur in the

Eastern District? Yes

If your answer to question 2 (b) is “No,” does the defendant (or a majority of the defendants, if there is more than
one) reside in Nassau or Suffolk County, or, in an mterplw.der action, does the claimant (or 3 majority of the
claimants, if there is more than one} reside in Nassau or Suffilk County? _

(Note: A corporation shall be considered a resident of th

County in which it has the most significant contacts).

1 am curreatly admitted in the Eastern District of New York and currently a member in guod standing of the

bar of this court.
Yes
Are you currently the subject of any disciplinary action(s,

Yes (If yes, please ¢xplain)

No.

in this or any other state or federal court?

No d

Please provide your E-MAIL Address and bar code below. Y‘
name and the last four digits of your social security number o
with the Clerk of Courl.

(This information must be provided pursuant to local rule 11

ATTORNEY BAR CODE:_JG-9609%

E-MAIL Addresy: gargiulo janna@arentiox.com

our bar code consists of (he initials of your first and last
r any other four digit number registered by the attorncy

() of the civil rules).

1 consent {0 the use of electronic filing procedures adopted byl the Court in Administrative Crder No, 97-12, In re
Electronic Filing Procedures(EFF)”, and consent to the electronic service of all papers.

=




Janine M. Gargiulo ((JG-6909}

Arent Fox LLP

1675 Broadway

New Yark, NY 10019

Telephone: (212) 484-3936

Fax: (212) 484-3990¢
gargiulo.janine(fdarentfox.com

Attorney for Plaintiff Royal Academy of Dance

UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF NEW YORK

FILED
li¥ CLERICE OFFIGE
U3, DISTRICT GOURT E.LD.N.Y.

*  AIB o9 2008 * ST
BROOKLYN OFFICE ]

G 08 . 3548

)
ROYAL ACADEMY OF DANCE, 1 Civil Action Neo.
' )
Plaintiff, ) COMPLAINT AND JURY
) DEMAND
¥ }
STEVEN ATWATER ; WEY)
b 1Y I;
GEORGE ELEAZER, Y, ) SR ER\ J .
ROYAL ACADEMY OF DANCE, INC,, )
)
Defendants. )
)
WALL MJ,
NATURE O¥ THE CASE a
1. This is an action for counterfeilingl, trademark infringement, unfair competition

\
and false designation of origin, trademark dilution, and cybersquatting undcr the laws of the

United States (Trademark Act of 1946, 15 U.S.C

§8 1051 et. seq.); for trudemark infringement

and unfair competition under New York state law; and for trademark dilution and injury to
-

husiness reputation under Section 360-/ of the New York General Business Law. Plaintiff Royal

Academy of Dance (“RAD™) seeks to enjoin Def‘endants from using RAD's federally registered

trademark and certification mark ROYAL ACADEMY OF DANCE in connection with




Defendants’ business and services, and to recover damages for harm caused by Defendants’ prior

and continuing unlawful use of that matk.

JURISDICTION AND VENUE

2, This Court has subject matter jurisd

1028 U.S.C. §§ 1331, 1338 and 15 US.C. § 1121

iction over RAIDYs federal taw claims pursuant

|
%The Court has supplemental jurisdiction
!

pursuant to 28 U.S.C. §§ 1338(b) and 1367 over RAD’s claims arising under the laws of the

State of New York, including those arising under 1

3 Venue is proper in this judicial dist
this is an action broughi pursuant to the federat T
action are citizens ot different states; (3} upon info
this judicial district; and {4) a substantial portion
Defendants’ unlawful use of RAD’s federally regi

judicial distriet.

he New Yark General Business Law,

it pursuant to 28 U.S.C. § 1391 because (1)
ademark Act of 1946; (2) the parties to this
rmation and belief, Defendants all reside in

{ the events giving rise to the claims - namely,

stered trademark — have occurred in this

4. Upon information and belief, this Court has personal jurisdiction over Defendant

Steven Atwater (*Atwater”) because he resides in

ongoing business in New York,

this district and is engapged in substantial and

5. Upon information and belief, this %Jourt has personal jurisdiction over Defendant
|

George Eleazer, 111, (“Eleazer”) because he resides in this district and is engaged in substantial

and ongoing business in New York.




6. Upon informatioﬁ and belief, this Cgurt has personal jurisdiction over Defendant

Royal Academy of Dance, Inc., (the “Defendunt Suladio”) because it resides, operates one or
more dance studio businesses, and is engaged in suf:stantial and ongoing business for profitin
New York. .
THE PARIlTIES
7. Plaintiff RAD is an international non-profit organization. RATYs international
headguarters is located at 36 Battersea Square, London, England. In the United States, RAD
operates as a California non-profit organization with its principal place of business at 1412 17th

Street, Suite 259, Bakersficld, California. RAD isithe world’s largest teacher training,

examining, and certification body for classical ballet. RAD operates out of roughly eighty (80)

locations throughout the world. RAD’s mission isjto promote international knowledge,
understanding, and the practice of dance. RAD trains thousands of dance students and teachers
cach vear, RAD also sponsors the prestigious Gen:e'c International Ballet Competition aad
conducts worldwide annual examinations during v%fhich ballet students demonsirate their
proficiency. For all of its activities, RAD uses its %‘world-famous and federally registered
trademark and certification mark ROYAL ACAD;EMY OF DANCE.

8. Upon information and belief, Defendant Atwater is an individual residing in the
state of New York with a business mailing address of 32 Center Court, Center Moriches, New
York. ;

9. Upon information and belief, Defejr‘Ldant Eleazer is an individual residing in the
state of New York with a business mailing addres# of 32 Center Court, Center Moriches, New

York.

3




10.  Upon information and belicf, the Defendant Studio is a New York corporation

with its principal place of business located at 32 Center Court, Cenier Moriches, New York,
Also upon information and belief, the Defendant Sil i operates at least one for-profit dance
studio in Suffolk County, New York. Also upon iniformation and belief, Defendants Atwater and

Eleazer own and/or contrel some or all of the operz%tions of the Defendant Studio, including use

!
of the business name and trademark ROYAL ACA%!DEMY OF DANCE,
FACTS COMMON TO ALL%' CLAIMS FOR RELIEF
A.  RAD’S RIGHTS IN THE ROYAL ACADEMY OF DANCE TRADEMARK
|
11.  RAD was established in London in |1920. In 1935, RAD received a Royal Charter
from British monarch King George V. Since its folunding, RAD has developed, promoted, and
tanght the English method of ballet to dance sludents and teachers around the world. The scope
of RAD's dance education services is vast; in the 2005/2006 seascn, for example, RAD

conducted examinations of over 200,000 ballet students werldwide, RAD has 35 international

offices that serve members, students, and teachers|in over 80 countries. Many of the world's

classically-trained professional dancers have bocn‘traincd in the English ballet method that RAD
|

promotes, and with which RAD has become virtu.%lly Synonymous.

12.  RAD has operated in the United States since 1956. RAD’s operations in the (1.5,
include, among other things, training and certifyirig dance instructors, promoting its ballet
curriculum, and teaching and conducting examinajtions of ballet students. RAD also sponsors
dance competitions and sells dance-related and/or) RAD-related preducts and publications.

13. RAD owns U.S. trademark registra?tion No. 3,421,642 for the mark ROYAL
ACADEMY OF DANCE for a wide range of daniw—related services involving, among other 7

things, classes, seminars, workshops, training, entertainment, and performances in the field of




#

dance (copy attached as Exhibit A). RAD has also Lsed and/or is using the mark ROYAL

i\
ACADEMY OF DANCE on a variety of dancc-rr:thed andfor RAD-related goods sold in 118,
commerce, including clothing and dance instructim;lfa] manuals. RAD also owns British

trademark registirations for the mark ROYAL ACADEMY OF DANCE.

14, RAD also uses the mark ROYAL ATADEMY OF DANCL 1o certify dance
I
|

instructors who have completed training courses wilth RAD, paid membership fees, and have
thus become uniquely qualified to educate students!! in and promote RADYs dance system and
methods. Use of the mark ROYAL ACADEMY 01F DANCE thus distinguishes such certified
dance instmctors from other instructors who have rﬁot undergone such training and becorne
certificd by RAD. Some RAD-certitied dance instructors are operating in New York.

15.  RAD has invested substantial sums of money in developing and promoting goods
and services under its ROY AL ACADEMY OF D/%;NCE mark. RAD has offered such goods
and services to customers in the United States and : ound the world.

!

16. RAD’s mark ROYAL ACADEMY I”(}l' DANCE has been and continues to be
widely publicized through advertising in this judici:lal district and throughout the United $tates.
RAD has spent a substantial amount of money in c:émnection with such advertising, which has
been disseminated via the Internet and other media!!

17, Asaresult of RAD’s efforts (o pron%lote goods and services offered under it, and
on account of its outstanding reputation and good \l’ill, RAD's mark ROYAL ACADEMY OF

DANCE has become well-known to members of the consuming public as distinctive indicators
|

|
of the source of the goods and services offered by RAD,




18.

RAD's ROYAL ACADEMY OF DANCE trademark is famous, distinctive, and

well-known around the world, including ameng the| general consuming public of the United

|
States. That mark has come to symbolize cxccllené‘e in dance instruction, performance, snd

|
competition, and represents the enormous goodwill|that RAD has established during its 88 years

of providing dance education services. Consumers

DANCE as distinguishing RAD’s goods and servic:

and as distinguishing dance instructors whom RATD
from other dance instructors,

B.
DANCE MARK

15, Notwithstanding RAD’s prior use of

i
ACADEMY OF DANCE, Defendants Arwater and

(hereinafier referred to collectively as “Defendants

and trademark the designation ROYAL ACADEM;
|

promotion and sale of dance classes, dance training
|

20.

DEFENDANTS’ UNLAWFUL USE OF T

recognize (he mark ROYAL ACADEMY OF
es fromn those offered and promoted by others,

has certified and authorized t0 use the mark

HE ROYAL ACADEMY OF

f, and rights in, the mark ROYAL

| Eleazer, and the Defendant Studioc,

") have adopted and used as a business namne
'Y OF DANCE in connection with advertising,

i and other dance education services.

Defendants have also registered, ha':ve wsed, and/or are using the Internet domain

name danceroyalty.com (the “Domain Name™), at #hich has existed and/or currently exists a

|
website promoting Defendants’ business and services under the mark ROYAL ACADEMY OF

DANCE (the “Website™), (See sxemplary screen shots attached hereto as Exkibit B)

I
21,
on the social networking website myspace. com {th

promotes Defendants’ business and services under
1

o3

Upon information and belief, Defeni}dants also operate and/or have operated a page

“MySpace Page™). The MySpace Page also

Ith&: mark ROYAL ACADEMY OF DANCE.

|
(See exemplary screen shots attached hereto as Exhibit C.)




i
22. Defendants offer their dance-relatcdgiservices to the same, some of the same, or
overlapping class(es) of consumers 1o whom RAD %)ffms its services.
23, Uponinformation and belief, Defcnc!la.nts dance-related services arc (i) of such
lesser quality and/or (ii) so different in kind vis-a-vis those offered by RAD, that Defendants’ use
of the mark ROYAL ACADEMY OF DANCE has{injured or is likely 1o injure RAD’s

reputatior.

. RAD'S UNSUCCESSFUL EFFORTS TO RESOLVE THE MATTER WITH
DEFENDANTS AMICABLY |

i
24, On June 3, 2008, after learniny of D;bfendants’ unauthorized and unlawful use of

|
its mark ROYAL ACADEMY OF DANCE, RAD's counsel sent an initial cease and desist letier

to Defendants, in which RAD’s counsel advised Défcndants that use of the business name and
mark ROYAL ACADEMY OF DANCE, as well a; the use of the Domain Name, Website, and
MySpace Page, violated RAD’s rights. The letter demanded that Defendants cease and desist
from all use of the ROYAL ACADEMY OF DANCE mark, the Domatn Name, the MySpace
Page, and any other Internet or print materials that yiolale RAD’s frademark rights. RALY’s June

3 letter requested that Defendants respond by June 16, 2008. (See copy attached as Exhibit I1.)

25.  OnJune 13, 2008, Defendant Atwater contacted and spoke with RAD’s counsel

by phone. During this conversation, Defendant Atwater acknowledged receiving the initial cease
|
and desist letter, asked questions about the terms u?der which this dispute could be resoived

amicably, and told RAD’s counsel that he intended:i to communicate with an attorey about the

|
matter spon. RAD's counsel asked Defendant Atwia’(cr to contact him thereafier.




- - - - Jj - -~ -~ -~
|
i
i

26. On June 27, 2008, RAD’s counsel simt an email to Defendant Atwater to follow
up. RAD's counsel received no response to this erf%]nail. (See copy attached as Exhibit E)

27. On July 10, 2008, RAD’s counsel scint another letier to Defendants Atwater and
Eleazer, both via email and certified mail. This July 10 letter again demanded that Defendants

ccase and desist from their infringing behaviors. This letter also requested that Defendants

respord to RAD's counsel and wamed that RAD would take further legal action if Defendants

did not do s0. RAD's counsel has received no res*:onse from Defendants. (See copy attached as

Exhipir F.) The certified mail letter was returned ‘to RAD's counsel as unclaimed.
[

COUNT L
COUNTERFEITING IN YIOLATION OF 15 U.S.C. § 1114(1)(b}

28.  Paragraphs 1 through 27 of this Co‘dmplaim are incorporated herein by reference.

29.  Defendants have engaged in counti‘:rfciting in violation of 15 U.S.C. § 1114(1Xb).

30.  Defendants have made unauthorizc'[d use of counterfeit imitations of the mark
ROYAL ACADEMY OF DANCE in advertising ;for, and in connection with, the promotion and
sale in U.8. commerce of dance-related services. |

31, Upon information and belief, Defe%nda.ms have intentionally used RAD’s federally
registered ROYAL ACADEMY OF DANCE ma:{k, or permitted others to use it, to promote and

sell dance-related services, knowing that it is not ;authorized to do 50, and that its use of the mark

therefore constitutes trademark counterfeiting. |
|

32.  Defendants® use of a counterfeit ir;nitation of RAD's mark ROYAL ACADEMY
OF DANCE in the manner alleged is likely to cai.lse confusion, mistake, and deception.

33.  Defendants’ use of counterfeit cmuaies of RAD’s mark ROYAL ACADEMY OF
DANCE has had a prior and ongoing substantialieffect on commerce that may be lawfully

regulated by Congress.




-~ - - - - -~ -
[

34.  Defendants’ acts complained of heréin constitute counterfeiting within the
meaning of Section 32(1)(b) of the Trademark Act of 1946, 15 U.5.C. 1114(1)(b).

35.  Unless enjoined by this Court, Defendants will continue to use counterfeit
imitations of the mark ROYAL ACADEMY OF DANCE, and will thereby cause irteparable
damage to RAD. RAD has been damaged been Defendants’ unlawful conduct in an amount to

be proven at trial. k

COUNT 11
TRADEMARK AND SERVICE MARK INFRINGEMENT
IN VIOLATION OF 15 U.5.C. § 1114(1)
36.  Paragraphs 1 through 33 of this Complaint are incorporated herein by reference.

37.  As aseparate cause of action and ground for relief, RAD alleges that Defendants

have engaged in trademark and service mark infrinlgcmcnt in violation of 15 U.S.C. § 1114(1).

|
38.  Despite RADs prior rights in the m;ark ROYAL ACADEMY OF DANCE,

|
Defendants have used and are using that mark in ULS. commerce, in connection with the sale of

goods and services, and in a manner that is likely to cause confusion, mistake, or deception.

1

39.  Defendants’ conduct is likely to cause purchasers and others to believe and/or

[
1
question whether Defendants’ products and service;!s are offered, sponsored, authorized, or
approved by, or otherwise affiliated with, RAD, wfllen in fact they arc not.

40.  Defendants’ use of the mark ROYAL ACADEMY OF DANCE and the Domain

|
Name constitutes trademark and service mark inﬁi%gcmem within the meaning of Section 32(1)

il
of the Trademark Act of 1946, 15 U.S.C. § 1114(1)a).
I
41.  Defendants’ acts of infringement ha;‘ve caused or are likely to cause RAD

irreparable injury. Unless enjoined by this Court, Defendants will continue these acts of



|

infringement to RAD's immediate and irreparable

&amage. RAD has been damaged been

Deflendants’ unlawful conduct in an amount to be proven at trial.

|
COUNT,
FALSE DESIGNATION OF ORIGIN

Il
, FALSE ADVERTISING, AND

UNFAIR COMPETITION IN VIOL_*IATION OF 15 U.S.C. § 1125(a)

]
42.  Paragraphs 1 through 41 of this Con

I
43,  As a separate cause of action and gre
have engaged in acts constituting unfair competitio
|

adverlising in violation of 15 U.8.C. § 1125(a). |

44. By using the mark ROYAL ACADE

plaint are incorporated herein by reference.

und for relief, RAD alleges that Defendants

n, false designation of origin, and false

MY OF DANCE notwithstanding RAD’s

prior rights therein and thereto, Defendants have m%lide and are making false and/or misleading

representations that their services originate with, ar
affiliated or connected with RAD in such a manner
prospective purchasers.

45, Defendants’ use of the mark ROYA

e approved ot endorsed by, or are otherwise

as to create a likelithood of confusion among

[, ACADEMY OF DANCE and the Domain

Name constitutes a false designation of origin wixhi}n the meaning of Section 43(a) of the

Trademark Act of 1946, 15 U.5.C. § 1125(a). Defeindants‘ express and/or implied

representations that the sale of their products arnd,fm?|

endorsed by, RAD constitute use of false descriptio
i
meaning of Section 43(a) of the Trademark Act of 1

46,

and marks confusingly similar 10 those of RAD cont

remedies afforded pursuant to Section 43(a) of the ]

10

RAD has been damaged by Defenda;

services originate with, or are approved or
ns or representations of fact within the

‘946, 15 US.C. § 1125(a).

nts’ conduct, and Defendants” use of names
stitutes unfair competition, entitling RAD 1o

[rademark Act of 1946, 15 U.S.C. § 1125(a).




»

»

»

»
)

)

]

47. Defendants’ acts of false dcsignatio:n of origin and false advertising have caused
or are likely to cavse RAD irreparable injury. Unlefss enjoined by this Court, Defendants will
I
continue these acts of infringement to RAD’s immé:diate and irreparable damage. RAD has been

damaged by Defendants” unlawful conduct in an an‘imuntlo be proven at trial.

TRADEMARK AND SERVI:ICE MARK DILUTION
IN VIOLATION OF I? U.S.C, § 1125(c)

48,  Paragraphs 1 through 47 of this Com:plaint are incorporated herein by reference,
49.  Asa separate cause of action and grci)|und for relief, RAD alleges that Defendants
have engaged in acts constituting trademark and serlvice mark dilution in violation of 15 U.S.C. §
1125(c). |
50, RAD’s mark ROYAL ACADEMY OF DANCE is famous within the meaning of
15 U.5.C. § 1125(c).
51.  Defendants have made commercial I.L|>e in U.8. commerce of RAD’s famous mark
ROYAL ACADEMY OF DANCE with the willful iiment to trade on RAD’s reputation and/or to
ditute of its famous mark. !

[
52.  Defendants’ use of the ROVAL ACADEMY OF DANCE mark began long after

the ROYAL ACADEMY OF DANCE mark had become well-known and famous.

53,  Defendants’ use of the mark ROYAL/ACADEMY OF DANCE has impaired

and/or is likely to impair of the distinctiveness and exclusivily of, and/or has harmed and/or is
|

likely to harm the reputation of, RAD’s famous mar]% ROYAL ACADEMY OF DANCE.
\

11



54.  Defendants’ activities complained of herein constitute trademark and service

mark dilution within the meaning of Section 43(c) 0f the Trademark Act of 1946, 15 U.8.C. §

L125(¢).

55,  Defendants’ conduct has caused and;:/or is likely to cause RAD irreparable injury,
loss of reputation, and pecuniary damage. Unless f%njoined by this Court, Defendants will
continue to willfully dilute the mark ROYAL ACAEDEMY OF DANCE, thereby causing or
continuing to cause irreparuble damage of RAD. 'AD has been damaged by Defendants’
unlawful cenduct in an amount to be proved at trial.

COUNT v
VIOLATION OF THE FEDERAL ANTICYBERSQUATTING
CONSUMER PROTECTION;IACT, 15 US.C. § 1125(d)
?i
56.  Paragraphs | through 53 of this Complaint are incorporated herein by reference.
]

I
57.  Asascparaie cause of action and gr%)und for relief, RAD alleges that Defendants
have engaged in acts constituting cyberpiracy / cyb:crsquatﬁng in violation of the
Anticybersquatting Consumer Protection Act, 15 UL.8.C. § 1125(d).

58. Defendants registered, have used, and are using the Domain Name with a bad

faith intent to profit, including by virtue of its confysing similarily 1o, and likely dilution of, the
mark ROYAL ACADEMY OF DANCE. 1

59,  The mark ROYAL ACADEMY CF i DANCE was famous, distinctive, and well
i
known to Defendants at the time they registered thé Domain Name.

60.  Defendants' registration and use of the Domain Name has harmed and will

continue to harm the goodwill represented by the "a.rk ROYAL ACADEMY OF DANCE (i) by

1
; N . I . L
ereating a likelihood of confusion as to the source, i|spnonsm'shlp, affiliation, or endorsement of

Internet sites accessible under that domain name, aihdior (i) by diluting it.



|
i
61.  Defendants’ conduct has caused andfor is likely to cause irreparable injury to both
i
the public and RAD. Unless enjoined by this Courtl, Defendants will continue 1o engage in
'|

cybersquatting, thereby decetving the public and caf,using RAD immediate and reparable

damage. !
!
!

COUNTIVI
COMMON LAW TRADEMARK INFRINGEMENT

62.  Paragraphs 1 through 61 of this Con’i!plaim are incorporated herein by reference.

63. As a separate cause of action and ground for relief, RAD alleges that Defendants
have engaged in acts constituting common law tradt?mark infringement under New York law.

64, Defendants have advertised, markeleid and sold their dance-related goods and/or
services in commerce under the name ROYAL ACADEMY OF DANCE without seeking RAD"s
consent, theteby infringing RAD’s ROYAL ACAD‘iMY OF DANCE mark.

65.  Defendants’ use of a mark identical and/or confusingly similar to RAD’s mark
ROYAL ACADEMY OF DANCE in the advertisement, marketing, and sale of Defendants’
dance-related goods and/or services is likely to caus?‘: confusion, mistake, or deception as to the
source or origin of Defendants’ products and/or serv:ices.

66, Upon information and belicf, Dcfend'lams’ use of marks and domain names
identical and/or confusingly similar to RAD’s mark iwas calculated to deceive or confuse the
public and to enable Defendants to profit unjustly from RAD’s goedwill in the ROYAL

ACADEMY OF DANCE mark. That conduet constjtutes infringement of RAD"s common law
i

rights in the ROYAL ACADEMY OF DANCE tradﬁ,mark.
67.  Defendants’ conduct has caused and/or is likely to cause RAD irreparable injury,

lass of reputation, and pecuniary damage. Unless enjoined by this Court, Defendants will
]



! .
continue these acts of infringement, thereby deeciving the public and causing RAD further

irreparable damage.

COUNTVI
COMMON LAW UNFAIR COMPETITION

68.  Paragraphs I through 67 of this Conl plaint are incorporated herein by reference.

69.  As a separate cause of action and grc%uud for relief, RAD allegcs that Defendants
have engaged in acts constituting common law unfair competition.

70.  Defendants’ use of a mark and doma?lin name identical to and/or confusingly
similar to the mark ROYAL ACADEMY OF DAN«i:CE falsely suggests that they and their
business and services are, are associated with, or anl;? sponsored, licensed, or authorized by, RAD.

71.  Upon information and belief, Defenciliants’ use of marks and domain names
identical and/or confusingly similar to RAD’s markiwas caleulated to deceive ot confose the
public and to enable Defendants to profit unjustly from RAD’s goodwill in the mark ROYAL
ACADEMY OF DANCE. That conduct constitutes unfair competition under New York law.,

72.  Defendants’ unfair competition has c;aused and/or is likely to cause RAD
ireparable injury, loss of reputation, and pecuniary .idamage. Unless enjoined by this Court,
Defendants will continue these acts of unfair competition, thereby causing RAD further
irreparable damage.

COUNT Vi1

TRADEMARK AND SERVICE MARK DILUTION UNDER SECTION
360-/ OF THE NEW YORK GENERAL BUSINESS LAW

73.  Paragraphs 1 through 72 of this Complamt are incorporated herein by reference.
74.  As aseparatc cause of action and ground for relief, RAD alleges that Deferidants
have engaged in acts constituting common law trademark and service mark dilution.
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75. Defendants have used and continue ;"to use the mark ROYAL ACADEMY OF

Hl
DANCE in advertising, marketing, and selling goo'“'ds and/or services in such a manner as to

!
create a likelihood of confusion among prospective purchagers, thereby inducing purchasers and

[
others to believe, contrary to fact, that Defendants’ |products and services arc rendered,

sponsored, or othetwise approved by or connected "lmth RAD. These acts have damaged,

impaited, and diluted that part of RAD's goodwill éymbolized by the mark ROYAL ACADEMY

OF DANCE, to RADY’s isteparable damage.
76.  The nature, probable tendency, and éffac‘ of Defendants’ use of the ROYAL

ACADEMY OF DANCE mark is o dilute the distillctivc guality of RADYs trademark and/or to

injure RAD's business reputation. |
77.  Defendants’ unlawful conduct violat:i:s Section 360-/ of the New York General

Business Law,

78.  Defendants’ unlawful conduet has ca’used and/or is likely to cause RAD
!

irreparable injury, toss of reputation, and pecuniary }iamage. Unless enjoined by this Count,

Defendams will continue these acts of infringement, thereby deceiving the public and causing

RAD further irreparable damage. !‘
i

l
i|

WHEREFORE, RAD prays for judgment against Defendants as follows:

|

(D Pursuant to 15 U.S.C. § 1116, and theI law of the State of New York, that

|

Defendants and each of their agents, servants, employees, attorneys, assigns, and all others in
|
i

privity or acting in coneert with Defendants be permanently enjoined from:

(a) Using the name or mark ROY:IF&L ACADEMY OF DANCE, the dornain
|

l
!
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(b)

(c)

(4

(e}

(H

-~ ~ - -~ -~
i
]
I

name dancercyalty.com, amli any other name, domain name, of mark that
includes or is confusingly silimilar o RAD's ROYAL ACADEMY OF

i
DANCE mark, in the advm{ksing or sale of any goods or services;
Using in any manner any sei'vice mark, trademark, certification mark,
trade name, domain name, irade dress, words, numbers, abbreviations,
designs, colors, arrangentents, collocations, or any combinations thereof
which would imitate, resemé[e or suggest RAD's ROYAL ACADEMY
OF DANCE mark; ii
Otherwise infringing RAD’s?:trademarks, service marks and trade names;
Unfaitly competing with RA]ID, diluting the distinctiveness of RAD's
famous trademarks, service r!narks and trade names, and otherwise injuring
AQL's business reputation inany manner;
Publishing or sending any e-rlnail or other messages, including via chat
rooms and Internet bulletin b;qards, using ROYAL ACADEMY OF
DANCE mark ot any domaini‘ name or mark confusingly similar thereto;

Using, registering or rmewing any domain name that includes or is
1

confusingly similar to R.AD's:'R()YAL ACADEMY OF DANCE mark;

) Pursuant to 15 U.8.C, § 1118 and theiilaw of the State of New York, that
I

[
Defendants be directed to deliver up for destruction s;dl software, computer screen printouts,

i
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i
premotional materials, handouts, advertisements, :Elabels, signs, prints, packages, wrappers,
photographs, videos, receptacles and all other mat%:rials in their possession or under their control
that resemble or bear RAD's ROY AL ACADEM\IEE' OF DANCE mark, or any other reproduction,
counterfeit, copy or colorable imitation of RAD 's nmark and all plates, molds, matrices, and other
means of making or duplicating the same; .|

3) Pursuant to 15 U.5.C. § 1117 and llllie law of the State of New York, that

Defendants account for and pay to RAD damages 1;11 an amount sufficient to fairly compensate

RAD for the injury it has sustained, plus all proﬁtsithat are attributable to the {nfringing sale of
i

£00ds or services under the marks compiained of l{?erein, and further that the amount of the

|
monetary award granted herein be trebled in view of the willful and deliberate nature of

Defendants’ unlawful conduct; ‘

t4)  Porsuantto 15 U.S.C. § 1117, that RAD be awarded statutory damages in an
i

amount to be determined by the Court; !!
|

(5)  RAD be awarded punitive damages in an amount sufficient to deter Defendants
]
from engaging in unlawful conduet in the future, ';
|
(6)  Pursuantto 15 U.S.C. § 1117 and the law of the State of New York, that
[

Defendants be ordered to pay to RAD the costs of this action and RAD s attorney fees;

|
|



|

- - L] L

|
'@
i

|

(7) Pursvant to 15 U.8.C. § 1125(d), thf‘?t Defendants be ordered to transfer to RAD

the Domain Name danceroyalty.com, and any othe"r domain pames registered or controlled by
i

Defendants that resemble or contain RADs ROY%L ACADEMY OF DANCE mark;

(8)  That RAD be granted such other, further, different or additional refief as the Court

deems equitable and proper. !
i
Dated: August 28, 2008 l
MNew York, New York :

* Respectfully submitted,

i ARENTFOXLLP

> 1675 Broadway
i New York, NY 10019

|  Telephone: (212) 484-3936
‘ Fax: (212) 484-3590

‘ gargiulo janine(@arentfox.com

Attorney for Plaintifi Royal Academy of
Dance

OF COUNSEL:

!
Alec P. Rosenberg ﬁ
ARENT Fox LLP i
1050 Connecticut Avenue, NW L
Washington, D.C. 20016 i
Telephone: (202) 857-6000 i
Facsimite: (202) 857-6395 {

18



